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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply Is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 08 May 2007 . 
2a)E] This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) £3 Claim(s) 15-34 and 59-71 is/are pending in the application. 

4a) Of the above claim(s) 20-34 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) 15-19 and 59-71 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

U.S. Patent and Trademark Office * ~ ~ 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20070805 
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Art Unit: 1795 

DETAILED ACTION 



Response to Amendment 
The amendment filed 5/8/2007 has been entered into the application file. The limitations 
added to the claims have been addressed in the rejections of this action. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 15-19 and 59-71 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Horvath et al. (US 2003/0007034.) 

The instant claims are to a dopant solution application apparatus, comprising a frame, and 
a plurality of fluid ejection devices disposed on said frame wherein said fluid ejection devices 
variably eject a dopant solution onto a substrate. The limitation that the devices "variably eject 
said dopant solution" does not provide a structural limitation to the apparatus, a product having 
specific structural elements. The limitation, "a supply of a dopant solution comprising a dopant 
that controls a property of a substrate" describes a specific dopant supplied from the apparatus 
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and not the apparatus itself. By claiming the function that these elements perform, the apparatus 
claims are given process limitations. MPEP 2114 states: APPARATUS CLAIMS MUST BE 
STRUCTURALLY DISTINGUISHABLE FROM THE PRIOR ART. While features of an 
apparatus may be recited either structurally or functionally, claims directed to an apparatus must 
be distinguished from the prior art in terms of structure rather than function. In re Schreiber, 128 
F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997.) and MANNER OF 
OPERATING THE DEVICE DOES NOT DIFFERENTIATE APPARATUS CLAIM FROM 
THE PRIOR ART A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed apparatus from a 
prior art apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987.) 

Horvath et al. (US 2003/0007034) teaches a dopant solution application apparatus, 
comprising a frame, and a plurality of fluid ejection devices disposed on said frame. Inks are 
noted throughout the reference. The fluid ejection devices are configured to variably eject a 
dopant solution onto a substrate as the inkjet is taught to print characters, symbols or images (for 
example, paragraphs 27-31 and 83-88.) Multiple solutions may be used (p. 56.) The print 
medium is noted to be cardstock, mylar, transparencies, sheet material and the like (p. 27.) The 
dopant solution application apparatus comprising a substrate advancement mechanism (or a 
media transport assembly) coupled to the frame and configured to advance a substrate in an 
advancement direction. The dopant solution application apparatus comprises fluid ejection 
devices with an array configured to variably eject said at least one dopant solution (see figures 1- 
5 and at least, the corresponding text.) The fluid ejection devices comprise drop-on-demand 
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fluid ejection devices arranged in an array that spans a width of said substrate (p 29-33.) The 
printhead substrate has a first axis with a plurality of fluid ejection devices. The fluid ejection 
devices are configured to vary a concentration of said dopant along said first axis and in a 
direction at an angle to said first axis of said substrate in order to print characters, symbols or 
images (p. 31.) The plurality of fluid ejection devices are further configured to apply a second 
dopant to said substrate, wherein a concentration of said second dopant varies along a second 
axis of said substrate (see p. 56.) The apparatus comprises a substrate processing device 
outputting a substrate through said frame and from said plurality of fluid ejection devices. The 
dopant controls the print property of the substrate according to the desired print profile. 

With regard to the characteristics of the dopant solution and substrate found in claims 62- 
68 and 71, the dopant and substrate are material supplied from the apparatus and not the 
apparatus itself. Limitations with regard to the dopant solution and substrate have been 
considered with regard to the apparatus, but are not given patentable weight because the solution 
does not define the structure of the claimed apparatus. The limitations are related as apparatus 
and product made. The apparatus includes the required structure for multiple dopants applied to 
various substrates. Therefore, the prior art anticipates the structure of the claimed apparatus. 
MPEP 2115, MATERIAL OR ARTICLE WORKED UPON DOES NOT LIMIT APPARATUS 
CLAIMS, addresses the material or article worked upon by an apparatus "Expressions relating 
the apparatus to contents thereof during an intended operation are of no significance in 
determining patentability of the apparatus claim." Ex parte Thibault, 164 USPQ 666, 667 (Bd. 
App. 1969). Furthermore, "[i]nclusion of material or article worked upon by a structure being 
claimed does not impart patentability to the claims." In re Young, 75 F.2d *>996<, 25 USPQ 69 
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(CCPA 1935) (as restated in In re Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 1963)). 
Thus, the claims are anticipated. 

Response to Arguments 
Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection, which addresses the amendment and corresponding claim 
limitations. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Examiner Correspondence 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Ruthkosky whose telephone number is 571-272-1291 . The 
examiner can normally be reached on FLEX schedule (generally, Monday-Thursday from 9:00- 
6:30.) If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached at 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free.) 



Mark Ruthkosky 



Primary Patent Examiner 
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